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I# REAL PARTY IN INTEREST 

Battery Design Co. is the real party in interest as the 
assignee of record in the instant application. 

IX . RELATED APPEALS AND IN TERFERENCES 

There are no related appeals or interferences. 

Hi. STATUS OF THE CLAIMS 

Claims 1-5 and 7-12 stand rejected under 35 U.S.C. 103(a) as 
being obvious over U.S. Patent No. 6,016,047 (gotten") in view o£ 
the official notice taken by the Examiner, i.e. "it is well known 
fact that propriety information/parameters related to specifics of 
a software/models are kept confidential from customers." 

■ i tr n no arp the subiect of this Appeal. 

Furthermore, Claims 1-5 and 7-12 are tne sudj 

IV# STATUS OF AMENDMENTS 

No Claim was amended after the Final Rejection and prior to 
this Appeal . 

v . SUMMARY OF THE CLAIMED SUBJECT MATTER 

The following is a concise explanation of the subject matter 
defined in independent Claims 1, and 7 . 



According to Claim 1, the instant invention is a method for 
designing a charge storage device (CSD) . (Specification, Page 7, 
Lines 23-24). The method includes the following steps: 

providing more than one model of a charge storage device, the 
model adapted to convert at least one CSD customer inputted 
requirement selected from the group consisting of energy density, 
cycle life, rate capability, impedance, temperature range of 
operation and/or survival, safety requirements, storage life, self- 
discharge behavior, form factor, and cost into at least one CSD 
design (Specification, Page 8, Lines 1-3 and Page 16, Lines 1-5) ; 

providing an interface, the interface being adapted to pass 
the CSD customer inputted requirement to the model, the interface 
being adapted to pass CSD design from the model, and the interface 
being adapted to hide the model (Specification, Page 8, Lines 4-8) ; 

wherein the CSD customer addresses the interface with the CSD 
customer inputted requirement, the interface directs the CSD 
customer inputted requirement to at least one of the models, the 
model generates the CSD design that passes through the interface to 
the CSD customer (Specification, Page 8, Lines 8-11) . 

According to Claim 7, the instant invention is a method for 
designing a charge storage device (CSD) . (Specification, Page 8, 
Lines 13-14). The method includes the following steps: 
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providing a CSD customer interface adapted for defining a CSD 
customer inputted test procedure for a desired charge storage 
device and defining a CSD customer inputted requirement for the 
charge storage device, the CSD customer inputted requirement being 
selected from the group consisting of energy density, cycle life, 
rate capability, impedance, temperature range of operation and/or 
survival, safety requirements, storage life, self -discharge 
behavior, form factor, and cost (Specification, Page 8, Lines 14-18 
and Page 16, Lines 1-5); 

providing a plurality of charge storage device models 
(Specification, Page 8, Lines 18-19) ; 

providing a routine capable of selecting at least one of the 
charge storage device models (Specification, Page 8, Lines 19-21) ; 

executing a simulation wherein the CSD customer test 
procedure, the CSD customer requirement, and the selected charge 
storage device model are combined to render a custom charge storage 
device design and the models are hidden from the CSD customer 
(Specification, Page 8, Lines 21-24) ; 

storing the custom charge storage device design 
(Specification, Page 8, Line 24) ; and 

outputting the custom charge storage device design 
(Specification, Page 9, Lines 1-2) . 



VI . m ■ T0 BE g g"" °" ""^ 

C1 aims l-S stand reacted under 35 U.S.C. 103(a) as bein 9 

..xt c nifi 047 ("Notten") in view of the 
obvious over U.S. Patent No. 6,016,047 ( n 

official notice taXen by the —er, i.e. -it 1. «U 

th at propriety information/parameters related to specifics of a 

software/models are Xept confidential fro™ customers." 

j tt q r 103 (a) as being 

Claims 7-12 stand rejected under 35 U.S.C. 

_ m„ c nifi 047 ("Notten") in view of the 
obvious over U.S. Patent No. 6,016,047 

o£( icial notice ta k en by the Bxaminer, i.e. -it is well Xnown fact 
that propriety infect ion/parameters rented to specifics of a 
software/models are kept confidential fro. customs." 

VII. ARGUMENT 

' Claims 1-5 and 7-12. for the reasons explained hereinafter, 

a « u s C 103(a); thus, the above-mentioned 
are not obvious under 35 U.S.C. iuj l»i 

10 3 rejections are improper, and they must be removed. 

A „, T „„ ,. S ARE H - ™-™™™ 3. n.fl.C. 103(a) 

Claims 1-5 are non-obvious under 35 U.S.C. 103(a) over U.S. 
Patent »o. 6.016.047 ,-Hotten-, in view of the official notice 
C aken by the — er, i.e. "it is well Known fact that propriety 
information/parameters rented to specifics of a software/models 
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are kept confidential from customers," for the reasons stated 
below. 

To reject claims in an application under section 103, an 
examiner must show a prima facie case o£ obviousness. In re Deuel, 
51 F. 3d 1552, 1557, 34 U.S.P.Q. 2D 1210, 1214 (Fed. Cir. 1995). 
Furthermore, all words in a claim must be considered in judging the 
patentability of that claim against prior art. In re Wilson, 424 
F.2d 1382, 1385, 165 U.S.P.Q. 494, 496 (CCPA 1970). To establish a 
pri m a facie case o£ obviousness, the following three basic elements 
must be met: (1) there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings; (2) the prior art 
reference or references when combined must teach or suggest all the 
claim limitations,- and (3) there must be a reasonable expectation 
of success. MPEP § 2143. It is impermissible within the framework 
of §103 to pick and choose from any one reference only so much of 
it as will support a given position to the exclusion of other parts 
necessary to full appreciation of what such reference fairly 
suggests to one skilled in the art. Bausch * lomb, Inc. v. Barnes- 
Hill/«ydrocur Ve , inc. 796 F. 2d 443, 230 U.S.P.Q. 416 (Fed. Cir. 
1986) . It is an error to reconstruct the patentee's claimed 
invention from the prior art by using the patentee's claim as a 
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blueprint. Interconnect Planning Corp. v. Feil, 11$ F. 2d 1132, 
227 U.S.P.Q. 543 (Fed. Cir. 1985). In addition, if the proposed 
modification or combination of the prior art would change the 
principle of operation of the prior art invention that is being 
modified, then the teachings of references are not sufficient to 
render the claims prima facie obvious. In re Ratti, 270 F. 2d 810, 
123 U.S.P.Q. 349 (C.C.P.A. 1959) . Finally, if an independent claim 
is non-obvious under 3 5 U.S.C. 103, then any claim depending 
therefrom is non-obvious. In re Fine, 837 F. 2d 1071, 5 U.S.P.Q. 2d 
1596 (Fed. Cir. 1988) . 

First, the examiner has failed to establish a prima facie case 
of obviousness because, assuming arguendo that the teachings of 
Notten and the official notice taken by the Examiner, i.e. "it is 
well known fact that propriety inf ormation/parameters related to 
specifics of a software/models are kept confidential from 
customers, " are combinable, their combined teachings fails to teach 
or suggest all of the required elements of the instant invention. 

The instant invention according to Claim 1, as mentioned 
above, teaches a method for designing a customer driven charge 
storage device (CSD) . The instant method requires a CSD customer 
inputted requirement selected from the group consisting of energy 
density, cycle life, rate capability, impedance, temperature range 
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of operation and/or survival, safety requirements, storage life, 
self -discharge behavior, form factor, and cost. The instant method 
further requires the inputted requirement to be passed through an 
interface to a hidden model. Finally, the instant method generates 
a CSD design. 

As mentioned in the Background Section of the instant 
application, this invention is important because the process for 
design a CSD can be extremely time consuming. This method allows a 
customer to interact directly with proprietary CSD models to 
generate a CSD design for their specific needs, yet protects the 
CSD model owner (typically a battery manufacturer) from loss of 
their valuable trade secret information. 

U.S. Patent No. 6,016,047 ("Notten") discloses a battery 
management system, i.e. a system to let the battery user know the 
State of Charge of the battery for controlling the charging and 
discharging of the battery (Column 1, Lines 5-15), a battery 
simulator (Column 1, Lines 16-24), a method for simulating a 
battery's behavior (Column 1, Lines 24-32), or a method of 
producing a battery by simulating a battery's behavior (Column 1, 
Lines 32-35) . 
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The battery management system of Notten includes input means, 
processing means, and output means. (Column 8, Line 2 8-30; Column 
9, Lines 1-2 and 18-2 0) . The measuring means, i.e. a current 
measurer 122, a voltage measurer 124, and a temperature measurer 
126, provides measured signals to input means of Notten' s battery 
management system. (Column 7, Lines 59-63; Column 8, Lines 28-30; 
and Fig. 1) . The measured input signals represent a physical 
quantity of the battery, i.e. current, voltage, and temperature. 
(Column 10, Lines 8-11) . The processing means of the battery 
management system process the input signal (s) received via the 
input means. (Column 10, Lines 5-8) . The processing means uses 
knowledge of a battery, in the form of a battery model, to generate 
an out put signal via the output means. (Column 10, Lines 19-21). 
The output means is derived from a calculated physical quantity of 
the battery, such as the State of Charge or temperature. For 
situations where the battery management system of Notten is not 
limited to one type of battery, the battery management system of 
Notten includes a specific model for each different type of battery 
supported by the battery management system. (Column 10, Lines 27- 
33) . However, a communication system may be utilized to determine 
the battery type; or in the alternative, a user may specify the 
type of battery. (Column 10, Lines 33-39) . Furthermore, Notten 
discloses a battery simulator that simulates the characteristics of 
a battery based on input design parameters that represent a 
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^ysica! entity of a battery, i.e. partite size of the electrode 
material, -face area of the tetrode materia!, and composition 
o£ th e electrochemical^ active species. (Column 25, Lines 15-65). 

Furthermore, in each of the other variations of Notten, 
ph ysica! entities, i.e. partide size of the electrode material, 
surface area of the electrode, composition of the electrochemical 
active species, resistance lowering material, and surface deposited 

. Cdumn 7, Line 5, Coiumn 25, Lines 33-65), are altered to 
determine an output characteristic, i.e. current, voltage, state of 
charge (column 3, lines 28-35), and temperature (Column 2, line 
43) . 

However, Notten fails to mention anything with regard to a 
custom inputted recent being selected from the group 
consisting of energy density, cycle life, rate capability, 
impedance, temperature range of operation and/or survival, safety 

-Mf* Qelf-discharge behavior, form factor, 
requirements, storage life, selt disc: y 

and cost. Furthermore, Notten fails to mention anything with 
regard to a design output for a charge storage device, and fails to 
mention anything with regard to the models being hidden from 



customers 
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in the instant Application, the claimed invention, as 
mentioned above, requires at least one charge storage device 
customer inputted requirement. » customer is defined as »a person 
who buys goods or services, especially on a regular basis. The 

.„ |„,. k nover ed. , 2 nd College ed. , 
American Heritage Dictionary 357 (Mark Boyer e 

Houghton Mifflin Company 1991). Thus, the customer inputted 

requirement of the instant invention is an input requirement 

provided by a person. However, Notten fails to mention anything 

with regard tc an input provided by a customer, i.e. a person. 

Notten consistently discloses a measuring means, i.e. a 
current measurer, a voltage measurer, and a temperature measurer, 

j _4™=i« t-n its input means. (Column 7, 
which provides measured signals to its rnp 

Lines 59-63, and Column 8, Lines 28-30). Thus, the measured signal 
of Notten is an input signal provided by a measuring device vis-a- 
vis an inputted requirement provided by a person. Therefore, 
N otten fails to disclose the claimed customer inputted requirement 
of the instant invention. 

Furthermore, the claimed invention, specifically requires that 
the CSD customer inputted requirement is selected from the group 
consisting of energy density, cyde life, rate capability, 
impedance, temperature range of operation and/or survival, safety 
requirements, storage, life, self -discharge behavior, form factor. 
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and cost. However, Netted measured input signals only represent 
a physical quantity of the battery, i.e. current, voltage, and 
temperature. (Column 10, Lines 8-11). Thus, Notten also fails to 
disclose the claimed customer inputted requirement, which is 
selected from the group consisting of energy density, cycle life, 
rate capability, impedance, temperature range of operation and/or 
survival, safety requirements, storage life, self -discharge 
behavior, form factor, and cost. 

Additionally, the method according to the instant invention 
requires a model, which is adapted to convert the above-mentioned 
customer inputted requirement into at least one charge storage 
device design. A design is defined as "a preliminary sketch or 
outline showing the main features of something to be executed." 
Webster's Third New International Dictionary, p. 611 (Philip 
Babcock Gove ed., Merriam-Webster Inc., 1993). Accordingly, the 
charge storage device design of the instant invention could be, for 
example, a preliminary outline of the main features of a battery to 
be manufactured. The processing means of Notten, however, 
generates an output signal via Kotten's output means. (Column 10, 
Lines 19-21) . The output signal of Notten, as mentioned above, is 
derived from a calculated physical quantity of the battery, such as 
state of charge or temperature. (Column 10, Lines 21-23) . 
Furthermore, a signal is defined as "an indicator serving as the 
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■ ^™ « rhe American Heritage Dictionary, p. H39 
means of communication. The America* 

a 9 nd rolleqe ed., Houghton Mifflin Company 1991) • 
(Mark Boyer ed. , 2 College eu., 

i Krm-ten is an indicator serving as means 
Thus, the output signal of Notten is ai 

of cowununication which i. derived fro. a calculated quantity of the 
battery, such as state o£ charge or temperature. This, dearly, is 
different than a preliminary outline of the main features of a 
battery to be manufactured,- thus. Notten also fails to disclose the 
claimed charge storage device design of the instant invention. 

Therefore, assuming arguendo that the teachings of Notten and 
the official notice taken by the Examiner, i.e. "it is well known 
fact that propriety information/parameters related to specifics of 
a software/models are kept confidential from customers," are 
comiinable, their combined teachings fails to teach or suggest all 
of the required elements of the instant invention, i.e. a CSD 
customer inputted recrement, and generating a CSD design. 

Second, the Examiner's reasoning is based on improper 
hindsight reasoning. Nowhere in Notten has the Examiner shown a 

.. ,,ki-k i= selected from the group 
CSD customer inputted requirement, which is select 

consisting of energy density, cycle life, rate capability, 

impedance, temperature range of operation and/or survival, safety 

requirements, storage life, self -discharge behavior, form factor, 

and cost, or generating a CSD design. The Examiner simply 
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reconstructs the Applicant's claimed invention by using the 
Applicant's own claims as a blueprint. Interconnect Planning Corp. 
v Feil , 774 F. 2d 1132. 227 U.S.P.Q. 543 (Fed. Cir. 198S) . 
Additionally, the Examiner properly ta.es the isolated portions 
of Notten out of its context to support his argument. Bausch . 
lo -b. me v. Barnes-Kill/Hydrocurve, Inc. 796 F. 2d 443. 230 
„ s P.Q. 416 (Fed. Cir. 1986, . For example, the Examiner refers to 

then, states that Notten teaches "model to convert at least one 
ouster inputted recent." (Office Action, Dated .anuary 11. 
2 005, Page 2. Paragraph,. The Examiner takes the input signal 

^ the customer inputted requirement of 
of Notten and equates it to the cuscomex P 

the instant invention. However, the Examiner fails to consider 
Column 7, Lines 50-63, to determine how the input signal of Notten 
i. generated. Notten clearly teaches that the input signal, which 

i n g npnprated via measuring 
is being converted to an output signal, is generated 

«„r-e-r i?2 a voltage measurer 124, and 
means 120, i.e. a current measurer 122, 

a temperature measurer 126, provides the measured signals to input 
means of the battery management system. (Column 7, Lines 59-63; 

, fl , 0 . and Fiq 1). Although, Notten discloses 
Column 8, Lines 28-30; and tig. J-;- 

t hat a user may specify a battery type (Column 10, Lines 33-49,, it 
is clear that this is not the type of input signal that is 
converted to an output signal as described in Notten. Therefore, 
the Examiner has taken the teachings of Notten out its context to 
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reconstruct the Applicant's claimed invention using the Applicant's 
claims as a blueprint. It is obvious that is no suggestion or 
motivation for the modification suggested by the Examiner; 
accordingly, the Examiner is in error. 

Third, the proposed modifications of Notten' s teachings would 
change its principle of operation, accordingly, Notten's teachings 
are not sufficient to render the instant claims prima facie 
obvious, in re Katti, 270 F . 2d 810, 123 U.B.P.Q. 349 (CC.P.A. 
1959) . As mentioned above, the instant invention requires a 
customer inputted requirement, and generates a CSD design. In 
order to achieve the instant invention based on the teachings of 
Notten, a person of ordinary skill in the art must make fundamental 
changes to Notten. For example, person of ordinary skill in the 
art must replace the measuring means 120, i.e. a current measurer 
122, a voltage measurer 124, and a temperature measurer 126, with a 
mechanism that allows a person to generate the input. Furthermore, 
person of ordinary skill in the art must replace the output signal 
of Notten with a much more comprehensive output, i.e. a CSD design. 
These modifications require substantial changes to Notten' s 
principle of operation; accordingly, Notten' s teachings are not 
sufficient to render the instant claims prima facie obvious. 
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Therefore, the instant invention according to Claim 1 is non- 
obvious. Furthermore, Claims 2-5 depend from Claim 1/ thus, Claims 
2-5 are non-obvious. 

B. CLAIMS 7-12 ARE NON-OBVIOUS UNDER 35 U.S.C. 103(a) 

Claims 7-12 are non-obvious under 35 U.S.C. 103(a) over U.S. 
Patent No. 6,016,047 ("Notten") in view of the official notice 
taken by the Examiner, i.e. "it is well known fact that propriety 
information/parameters related to specifics of a software/models 
are kept confidential from customers," for the reasons stated above 
with regard to Claims 1-5. 

C. CONCLUSION 

In view of the foregoing, Applicant respectfully requests an 
early Notice of Allowance in this application. 
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